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REASONS FOR PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Prior to filing an Appeal Brief, Applicants request review of the rejections set forth in the 
final Office Action mailed 5/14/09. As explained below, these rejections have clear errors and 
should be withdrawn. 

Under MPEP 1204.01, no fee should be due for filing the accompanying Notice of Appeal, 
since a fee previously paid for filing a previous Notice of Appeal for this application, leading to a 
Panel Decision reopening prosecution, should be applied to this Notice of Appeal. However, if any 
fee is due, it should be charged to Jones Day's Deposit Account No. 501432, Ref: 55525512590. 
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REMARKS 

The two independent claims, 50 and 54, in this application are rejected under 35 USC 102(b) 
over Johansson. The following remarks explain how this rejection is based on the Examiner's 
misinterpretation of key claim terms to read on Johansson's device in a manner inconsistent with 
both the dictionary definition of these terms and their commonly understood meanings: more 
specifically, the Examiner's assertion that the telephone and its headset of independent claim 50 read 
on Johansson's two walky talkies, and the Examiner's assertion that "speakerphone mode" of 
independent claim 54 reads on Johansson's earphone held against an ear. 

The following remarks also overcome the new matter rejection of claims 50 and 54, by 
simply block-quoting sections of the specification that support these claims. 

PRIOR ART REJECTION OF INDEPENDENT CLAIM 50 

Claim 50 is rejected under 35 USC 102 over Johansson. This rejection should be withdrawn 
for the following reason: 

Claim 50 recites "a wireless telephone configured to automatically adjust the power level of 
its output signal based on whether a headset is connected to the wireless telephone." 

In contrast, the cited sections from Johansson 1 are irrelevant to a "telephone". Johansson 
instead discloses two wireless headsets 81 OA, 81 0B, described as two hands-free walky-talkies 
communicating directly with each other and unrelated to a telephone. 

Furthermore, even according to the Examiner's improper interpretation of the claimed 
telephone/headset to read on Johansson's walky-talkies, Johansson lacks the limitation of adjusting 
output power "based on whether a headset is connected" as claimed. Johansson adjusts output 
power instead based on measured strength of a received signal, as the cited passage from 
Johansson states: 

"[Tjhere is illustrated two wireless headsets in communication with each other ... [T]he 
received signal strength indicator 1300B measures the strength of the received signal. 
... [T]he output power of each transceiver 830A and 830B can be adjusted based on the 
strength of the signal transmitted by the other wireless headset 

(Johansson, col. 12, line 49 to col. 13, line 15) 

In conclusion, since Johansson lacks both the claimed "telephone" and the claimed power 
adjustment based on whether a headset is connected, the rejection of claim 50 over Johansson is 
improper and should be withdrawn. 

1 Johansson, col. 12, line 49 to col. 13, line 12 and Fig. 13 
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PRIOR ART REJECTION OF INDEPENDENT CLAIM 54 



Claim 54 is rejected under 35 USC 102 over Johansson. This rejection should be withdrawn 
for the following reason: 

Claim 54 recites "a wireless telephone configured to automatically adjust the power level of 
its output signal based on whether the wireless telephone is in speakerphone mode." In contrast, 
the cited sections from Johansson are irrelevant to a "telephone" and instead disclose hands-free 
walky-talkies, as explained above. 

Johansson further lacks the claimed "speakerphone mode." In accordance with its dictionary 
definition (dictionary.com) , a "speakerphone" projects sound through a "loudspeaker . . . allowing 
several persons to participate in a call at the same time without the telephone receiver being held." 
In contrast, Johansson's headsets produce sound only through an earphone held against the ear. In 
an interview with the undersigned on 1/27/09, the Examiner explained that his rejection was based 
on his broad interpretation of the claim term "speakerphone mode" to include use of the "speaker" in 
Johansson's earphone that is held against the ear. Applicants respond that the Examiner's 
interpretation of "speakerphone" to include an earphone held against the ear is inconsistent with 
1) its dictionary definition, 2) its commonly understood meaning, and 3) a statement in the 
specification 3 that differentiates "speakerphone" from a device held against an ear. 

Furthermore, even according to the Examiner's improper interpretation of "speakerphone 
mode", Johansson does not adjust output signal power "based on whether the wireless telephone is in 
speakerphone mode" as claimed. Johansson bases it instead on measured strength of the received 
signal (per the above block quote from Johansson). 

In conclusion, since Johansson lacks the claimed "telephone", lacks the claimed 
"speakerphone", and further lacks the claimed power adjustment based on whether speakerphone 
mode is used, the rejection of claim 54 over Johansson is clearly improper and should be withdrawn. 
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Johansson, col. 12, line 49 to col. 13, line 12 and Fig. 13 

published application, [0038] "[A] wireless device might start with one power configuration, but dynamically changes 
to another when the user ... places the device close to his head, or switches to speaker phone." 
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NEW MATTER REJECTION OF INDEPENDENT CLAIM 50 

The new matter rejection of claim 50 should be withdrawn for the following reason: 
Claim 50 recites "a wireless telephone configured to automatically adjust the power level of 

its output signal based on whether a headset is connected to the wireless telephone." This is 

supported in the specification by the following statements : 

"The power configuration changes dynamically during the call based on different use 
modes." ([0038]) 

"Examples of use modes include ... "Headset Connection"..." ([0024]) 

"The "Headset Connection" use mode refers to the scenario where there is a portable 
headset connected to the mobile wireless device while using mobile wireless device 
as a wireless voice communication device." ([0028]) 

Limitations of claim 50 were even included in the originally-filed claims 1, 8 and 10, which 
recite applying a power level based on a change of use mode and specifying "Headset Connected" as 
a type of use mode 

In conclusion, since the elements of claim 50 are disclosed in the specification and even 
recited in the original claims, the new matter rejection of claim 50 is clearly improper and should be 
withdrawn. 

NEW MATTER REJECTION OF INDEPENDENT CLAIM 54 

Claim 54 recites "a wireless telephone configured to automatically adjust the power level of 

its output signal based on whether the wireless telephone is in speakerphone mode." 

This limitation is supported in the application by: 

"[T]he power configuration changes dynamically during the call based on different 
use modes. For example, a wireless device might start with one power configuration, 
but dynamically changes to another when the user pulls out the antenna, places the 
device close to his head, or switches to speaker phone." (published app., [0038]) 

Therefore, the new matter rejection of claim 54 should be withdrawn. 



4 



DEPENDENT CLAIMS 51-53 AND 55-57 

The dependent claims are distinguished further from the prior art by the limitations they add 
to the independent claims. Therefore, these claims, too, are patentable over the cited art. 



Respectfully submitted, 

THOcAjUL 

Mitchell Rose (Reg. No. 47,906) 
JONES DAY 
901 Lakeside Ave. 
Cleveland, OH 44114 
8/5/09 (216)586-7094 
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